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REMARKS 

Claims 1 1-24 are currently pending in the instant application. 

Jn Paper No. 10, the Examiner rejects claims 11,14 and 16 under 35 U.S.C. § 1 12, 
first paragraph, as lacking enablement. Specifically, the Examiner contends that while the 
Specification provides enablement **for a caiboxylic acid ester, such as an ester of a C6-22 
carboxylic acid and Ci.22 monoalcohols or apolyol having from 2 to 6 hydroxyl groups and 2 to 
32 carbon atoms, [it] does not reasonably provide enablement for all the carboxyUc acid esters." 
{See, P£q)er No. 10, p. 2). The Examiner also contends that while the Specification is enabling 
for alkylene oxides, such as ethylene oxide, propylene oxide, and butylene oxide, that it does not 
provide enablement for all alkjdene oxides. (See, id,). Additionally, the Examiner contends that 
the Specification while being enabling for some alcoholates, is not enabling for all alcoholates. 
Finally, the Examiner contends that while the Specification is enabling for some caibox>dates, 
such as those of monobasic acids having from 1 to 22 carbon atoms, that the Specification does 
not provide enablement for all carboxyiates. On these bases, the Examiner rejects claims 1 1, 14 
and 16 as lacking enablement. 

Applicants re^ectfiilly traverse the Examiner's rejection, and the argumrats and 
contentions in support thereof. Applicants respectfiilly submit that all pending claims satisfy the 
requirements of 35 U.S.C. §112, first paragraph, for the following reasons. 

As set forth in the Manual of Patent Examining Procedure, the "Mablement 
requirement" refers to the requirement of 35 U.S.C. §112, first paragrqjh, that the Specification 
describe how to make and how to use an invention, {See, M JP.E.P. §2164). In determining 
whether a Specification contains an enabling description, the M.P.E.P. provides fiirther 
explanation, as follows: 

[Such a determination must ask] whether that disclosure, when 
filed, contained suflBcient information regarding the subject matter 
of the claims as to enable one skilled in the pertinent art to make 
and use the claimed invention. The standard for determining 
whether the specification meets the enablement requirement was 
cast in the Supreme Court decision of Mineral Separation v. Hyde, 
242 U.S. 261, 270 i\9\6\ which postured the question: is the 
experimentation needed to practice the invention undue or 
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unreasonable? That standard is still the one to be q>plied. In re 
Wands, 858 F.2d 731, 737, 8 USPQ2d 1400, 1404 (Fed. Cir. 1988). 
(M.P.EJ>. %2\6^m/{emphasis added)). 

The M.P.E J*, also specifically notes that, "applicant need not describe all actual embodiments." 
{See, M.PJE.P, §2164.02). The existence of working examples is just one of many factors to be 
considered in determining whether undue experimentation is necessary to make and use the 
claimed invention. 

Applicants submit that the instant Specification contains sufQcient information to 
enable one skilled in the art to make and use the claimed invention. 

To begin with. Applicants' claimed invention is directed to a process for 
producing alkoxylated carboxylic acid esters, wherein the process conq)rises reacting a 
carboxylic acid ester with an alkylene oxide having fiom 2 to 4 carbon atoms in the presence of a 
catalyst mixture comprised of a sodium salt and a potassium salt selected from the group 
consisting of hydroxides, oxides, carbonates, alcoholates and caiboxylates, wherein the weight 
ratio of the sodium salt to the potassium salt is fifom 20:1 to 1:20. 

Accordingly, satisfaction of the enablem^t requirement is achieved by providing 
sufficient infonnation to enable one skilled in the art to make and use the claimed process, i.e., 
cabling one skilled in the art to practice the claimed process, without undue experimratation. 

The Examiner has argued that only certain carboxylic acid esters are enabled, that 
only certain alkylene oxides are enabled, that only certain alcoholates are enabled, and that only 
certain carboxylates are enabled. Applicants submit that the Examiner is incorrect and has 
misinterpreted the enablement requirement of the law. It may well be that only several of the 
many existing carboxylic acid esters are specifically exemplified. However, this in no way limits 
the enablement provided by the Specification to those compounds specifically listed. 

AppUcants' Specification contains information which describes carboxylic add 
esters which are suitable for use in the claimed process. Begiiming at page 3, line 13, of the 
Specification, carboxylic acid esters suitable for use in the claimed process are described 
broadly, as "esters of carboxylic acids with monoalcohols or . . . polyols." {See, Applicants' 
Spec., p. 3, lines 14-16). Applicants* Specification also points out that preferred carboxylic acids 
useful in the disclosed esters include C6-22 carboxylic adds. {See, id,, at lines 16-17). 
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Furthennore, specific examples of preferred carboxylic acids along with examples of preferred 
alcohols are provided in the Specification. 

One of ordinary skill in the art is likely to be a person with a chemistry or 
chemical engineering degree who is familiar with process technology. One of ordinary skill in 
the art, upon reading Applicants' Specification and being apprised of the variety of carboxylic 
acid esters that are disclosed as suitable for use in the claimed process, would be able to select 
any of such carboxylic acid esters and use them in the process as disclosed and exemplified. For 
one of ordinary skill in the art to substitute another carboxylic acid ester for the specifically 
exemplified lauiic acid methyl ester set forth m the working example, no undue experimentation 
would be required. The process of the invention is well described in relation to the generic 
reactants. 

Similarly, the Specification discloses a variety of alkylene oxides and mixtures 
thereof which may be employed in the claimed process. {See, Applicants' Spec, p. 4, lines 15- 
1 8). The alkylene oxides specifically disclosed are ethylene oxide, propylene oxide, and/or 
butylene oxide. The alkoxylation reaction is described completely in the Specification, including 
the example- Throughout the description of the process in the Specification, the alkoxylation 
refers to **the aklyene oxide," not a specific compound. Upon reading the Specification, one of 
ordinary skill in the art would understand how to use a variety of alkylene oxides in the claimed 
process. No undue experimentation would be required to determine which alkylene oxides are 
preferred. Moreover, Applicants' Specification already notes that ethylene oxide is preferred. 

Finally, in describing the catalysts, Applicants' Specification broadly discloses 
the use of sodium and potassium compounds such as, inter a/ia, alcoholates and carboxylates. 
The feet that specific alcoholates and carboxylates are exempUfied verbatim m the Specification 
does not mean that other alcoholates and carboxylates lack enablement. One of ordinary skill in 
the art, upon reading the Specification and ascertaining that sodium/potassium alcoholates are 
suitable catalyst compoimds, would recognize that any alcoholate or carboxylate which can be 
obtained or synthesized may be employed in the claimed process and no undue experimentation 
would be required to determine the viability of such a catalytic compound given the description 
of the entire process provided in the Specification. 
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Applicants respectfully submit that all pending claims are fully enabled. 
Accordingly, reconsideration and withdrawal of the rejection under 35 U.S.C. §112, first 
paragraph are respectfully requested. 

In Paper No. 10, the Examiner rqects claim 23 under 35 U.S.C §112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim that which 
Applicants regard as their invention. Specifically, the Examiner contends that the terai 
"autogenous pressure" is vague and indefinite. Applicants traverse the Examiner's rejection and 
the contentions in support thereof for the following reasons. 

"AutogCTious" is an ordinary word in the English language which is often used in 
the description of chemical processes. Webster's Dictionary defines "autogenous" as, "self- 
generated; produced indepradently of external aid; endogenous." (JSee, Webster's New 
International Dictionary of the English Language, 2™* Ed, p. 1 87, Merriam- Webster Publishing, 
Springfield, Mass (1941) (a copy of which is attached for the Examiner's convenience). As used 
in conjunction with the word '^pressure", autogenous refers to the pressure created by the 
reaction itself without external forces altering the pressure. 

One of ordinary skill in the art, upon reading the Specification would understand 
the phrase "autogenous pressure" in claim 23 as referring to the pressure created by the reaction 
itself without added pressure. 

Accordingly, Applicants submit that the claims are clear and that the requirements 
of 35 U.S.C. §1 12, second paragraph are satisfied. Reconsideration and withdrawal of the 
rejection under §112, second paragraph are respectfully requested. 

In Paper No. 10, the Examiner rejects claims 1 1-24 under 35 U.S.C. §103(a), as 
being unpatentable over European Patent Publication No. EP 0335295 A2 of Scholz, et al 
(h^einafter referred to as *TSP *295")(also referred to as "Quack" by the Examiner). 
Specifically, the Examiner contends that EP *295 discloses the preparation of alkylene glycol 
ethers by leactmg a caiboxylic acid with ethylene oxide at temperatures of fiom lOO^'C to 200°C 
in the presence of a hydroxide, oxide or alcoholate of an alkali metal or alkaline earth metal 
catalyst. The Examiner contends that the reaction is conducted in a molar ratio of ester to 
alkylene oxide of 1 :5-25 with fix)m 0.05 to 5% by weight of the catalyst. The Examiner 
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acknowledges that BP *295 fails to disclose the claimed ratio of sodium salt to potassium salt 
The Examine- argues that the differences between the claimed invention and the prior art amount 
to routine optimization within the skill level of one of ordinary skill in the art. 

Applicants strenuously traverse the Exanniner's rejectioti, along with the 
contentions and arguments in support thereof for the following reasons. 

It is well-settled that m order to establish a prima facie case of obviousness based 
upon a single refCTence, and thus shift the burden of proving iK>n-obviousness on to Applicants. 
the Examiner MUST satisfy each of the following three criteria: (1) the reference must contain a 
teaching or suggestion which would motivate one of ordinary skill in the art to modify the 
reference as suggested by the Examiner (it is not sufiScient to say that the reference can be 
modified without a teaching in the cited reference to suggest the desirability of such a 
modification); (2) there must be a reasonable expectation of success; and (3) the reference must 
teach or suggest each and every element of Applicants' claimed inventioit The teaching or 
suggestion to modify the cited art and the reasonable expectation of success must both be found 
in the prior art and not in Applicants' Specification . (M.P.EJ. §2143). 

Additionally, obviousness arguments based upon "routine optimization" 
rationales are applicable only where the claimed subject matter is encompassed by the prior art. 
{See, M-P.E.P. §2144.05 n(A)). Moreover, ^'routine optimization" requires the identification of a 
result-effective variable. **A particular parameter must first be recognized as a result-effective 
variable, a variable winch achieves a recognized result, before the determination of the 
optimum or workable ranges of said variable might be characterized as routine experimentation." 
{See, M,P.E,P. §2144,05 n(B) citing In reAntonie, 559 F.2d 618, 195 USPQ 6 (CCPA 1977)). 

Again, as noted above, AppUcants' claimed invention is directed to a process for 
producing alkoxylated caiboxylic acid esters, wherein the process comprises reacting a 
carboxylic acid ^er with an alkylene oxide having fix)m 2 to 4 carbon atoms in the presence of a 
catalyst mixture comprised of a sodium salt and a potassium salt selected firom the group 
consisting of hydroxides, oxides, carbonates, alcoholatcs and carboxylates, wherein the weight 
ratio of the sodium salt to the potassium salt is fiom 20:1 to 1 :20. 
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EP '295 is directed to the reaction of a caiboxylate with an alkylene oxide using 
an alkali or alkaline earth metal hydroxide or alcoholate as a catalyst EP '295 does not teach or 
sugg^t the use of mixtures of alkali metal compounds as catalysts. EP *295 does not teach or 
suggest the use of mixtures of sodium and potassium compounds as catalysts. Additionally, as 
the Examiner has already acknowledged, EP '295 fails to teach the claimed ratio of sodium 
compound to potassium compound. EP *295 sets forth seven examples (z.e., **Beispele"). In 
each of the examples, a single alkali or alkaline earth metal is employed as the catalytic 
compound. In each example a single compound, specifically either a barium compound, a 
sodium compound OR a potassixim compound is used. Nowhere is a mixture of a sodium 
compound and a potassium compound employed. 

Moreover, EP '295 contains no teadiings which would suggest to one of ordinary 
skill in the art that die addition of multiple diflfereni catalysts would be desirable. Accordingly, it 
is unreasonable to say that the reference suggests the desirability of the modification which 
would be necessary to arrive at the claimed invention. Moreover, there is no indication as to any 
ratio of multiple alkali catalysts as there is no teaching of mix:tures of catalytic compounds. 

Applicants submit that it is unreasonable to argue that the claimed mixture of 
catalysts and the ratio in which they are present are nothing more than routine optimization. In 
the instant application, mixtures of a sodium compound and a potassium compound are disclosed 
as catalysts for the claimed process. The cited reference teaches a single hydroxide or alcoholate 
of an alkali or alkaline earth metal as a catalyst. Mixtures of sodium and potassium are not 
disclosed in the cited reference. Accordingly, the allegedly optimizable feature is not 
encompassed by the teachings of the cited reference. There is no teaching or suggestion to use 
catalyst mixtures as claimed. Furtheraiore, nothing in the cited reference recognizes particular 
alkali or alkaline earth metal mixtures as result-effective. 

Finally, given the lack of any teaching or suggestion to use mixtures of catalyst 
compounds and the lack of any teaching or suggestion to use sodium and potassium specifically, 
combined with die lack of any suggestion as to the desirability of the modification suggested by 
the Examiner, one of ordinary skill in the art would have no reasonable expectation of success in 
altering the catalysts taught by the reference to include the claimed mixtures. 
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Accoidingly, Applicants submit that the Examiner has failed to establish 2i prima 
facie case of obviousness, as none of the three criteria necessary to establish di prima facie case 
of obviousness has been satisfied Thus, Applicants respectfiiUy request withdrawal of the 
rejection under 35 U.S.C. §103(a). 

In view of the remarks set forth above, Applicants submit that all pending claims 
satisfythe requirements of 35 U.S.C. §112 and patratably distinguish over the prior art of record 
and known to Applicants, either alone or in combination. Accordingly, reconsideration, 
withdrawal of the rejections and a Notice of Allowance for all pending claims are respectfully 
requested. 

Respectfully submitted, 
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Sv^tiof di'ongbTruptSf^ Bkin, of Wood which b 

SaJiSusSr^SSSroiandhenceprotective 

Si AutnecSos. Awtofcoua is preferred by biw)ik«i5to^ 
au?(i.li.iJ?5oa c&'tS-Tg.ntsh'Cn). n CS^ adt^ a^ 
SnitiML either as a result of the heat the cpm^^™» 
SoJie ot from this in comhinaaon with glowing carbon. 

ter^uc^d'^^^ST^SSS^^^^^ 

m^?S prcScting the body againrt its own tissues or 

aSto-SSe^^n c-In-fa:«shfinX n. + 

^eS. Development of microbic disease having ao origin 

a^toSiS^'S^Silet-Tn.ia'uOa.b^^ 
S bcinfi transmitted by inonilauon from one part cf the 
ho^ to another, as certain kinds ot warts. 



Eil'r-zaU. y^Kj™. A fiMeauH iwEvidunl 
mixture ,„ri.^»:TiffinxwwKdivisioQioto 



n. i-flirsi V*. r*. iiii*i.Mn. uQfj^i^ing traUTvise division lOto 
\rhich has usaereone au- fivta««anrtlrriduah(i-5;, £Tc- 
tolysis. nuk. with eggs in a VBC. 

aa1o.lyxe(8'tO'Ka).B-f.4u 
Biodtwi. To subject to, or undergo, autolysis. 

aH'tom'a-i? (a.t6m'6»si), ti. Automaticity. Rare. 

au'lo.inan'U'Bl f6't6-man'a-£l), cdj. [a«to- 4- tnaftttPf. 3 
RailToadt. Desiffnating, or pert, to, a kind of blnck-s«nal 
system in which the signals are operated by band, but ry- 
lom to the danger posidon amomaticaUy aftet a tram 
passes. — n. The automauual syatHn. 

atf tO-xnat (S'tS-mSt; 6'iS-mUt'). n. CG. See aotomatok.] 
E AlStaurant in which orders are delivered to patrons 

2°Pft!)ioo™^*^SM* shutter which operates without pre- 

3* A*&od of machine for making embroidery, 
an'to-xnatlo (O'tO-mSt'lti, adj, CSte AtrroMATOK.3 
Having an inherent power of action or motion. 



SToSc'Jrfio does automatic v--ritiD> or other automatic dn 
sense 4) acts; specif., a aplritoaUStic medium. 
— an-tom^a-tist, adj. , . ^ 

an-toro'arti-zatioii c&tom'o-.tl^a'shitn: -tT-za'shSnTi, .tu 
T1*e act 9r process of automatuinc anything; state ot being 
automatized. __ ^-i i 't.^ 

aa.tom'a'tlze (&.t&ni'ft-tii), i*. L^- automatiserl 1. To 
make an automaton ot , v i Z^ J'v: 

2 To render autnmauc; to reduce, as a habitual acUpOitp 
an atttmnalic conditkm; — used chiefly in past paiticiole. 
aU.toni''a-to- (3- tSm'A- tS-) , automat-. A combimns form, 
GredTolfoincto-, fli*romor-, firan outomaios self-movmg, 
scU-^actlng, denoting automate, as m aWomcUograpb- 
at^to-mat'O-gtapb te^ta-mat'a.graf; n. lauiomaip- 
? .Srailt.f A contrivance tO be used in automaue vnt- 
mg or^awing or for recordins other auiomatic hand 
movemcata; a, planchette. 



aTi.tom^a.ton c6.tani'6.tSn),n^;j?/. -ta t-_")i-TON5j-t»nz). 
cut. of ovf omaioa seir- 
iR to think; akin to! 

-jina jesarded as c 

action. 



-acting, fr. aitio* self 4- a root 
meaninKiu .-™..maWThOUSh^and toE.mKDj 

1 A ttaig regartled as capable of spontaneous motion or 



2. JSfach. Having a self- acting or self-regulatimr rncchan- 
ism that performs a reauired act at a predetermined point 
S^n^iStion : — sakl esp, of machineiy or devvcts which 
Srfoxmwork ^ormeriy or usually done by hand; as, the 
outoTnatic feed of a lathe. . 
3 Not volimtary; not depending on the will; mechanical i 
as automatic movements, functions, or reaspmng. 
^PeijciuiL Performed without consaous mtention; as, 

autoTnatie "writing. 

Syn. — Sec spojrrAUKcnis. ... 
an'to-lZLet'ic Ctftft-mitlk), n- A machme or apparatus 
which operates automatically; esp., an automatic tirajm. 
aa'to-mat'i-c^ C-i-kai), odj. Automatic; of or pertainmg 
to that which is automatic 

fla'to-inat^i»c&l-l7, adv. o£ auiohatic; aotokatical. 

automatic Mode signaL A kmd of self-acting railroad 
Scnal operateyby a moving train by means of elecuicity 
or a combination of electiicLty and compr«s«J air. 

antomatio cunency. An elastic currency which adapts it- 
seUtobusiness needs with little govenuaentmiervratictt^ 

aSomatlcflriU. Mnc\ a A portable dnllmgdwrtoper- 
S&™ power, usually elecuJaly. It conSBts of a spua^ 
flSed><3?5fng a drifl ch^ik ?«a^ed torae ^d^a Im^ 
knob to the other, and a driving knob between the two. 
bAstraicht brace for bits, the shank of Mfhich consists of a 
SiAw tSl^having fo5 distinrt thrpfa) of v«y cowse 
SSsliSmthin ecorrcsp^diEsIy thr«^^ 
^^e at the end, the loofbcing actuated by pushins the 

antoxnatlc sear cotter. Sec gear itillee. 

SutOJnatlc gun. iVftl. A finarm which, ^t^jhe first 
foundiscwloded, by gas pr*«ure or force of recoil auto- 
JSS^ StrattTarid ejects the empty case kia^another 
Kundinto the chamber, fires. a?ii;?P«^"M*5'^ff'?5' 
unUl the ammunition m the feeding mechanism is ot- 
haSted. or pressure on the trigger is released. Cf. sEm- 

Dutomalio Iron. An electric iron containing a thermostat 
to break or inake the circoit. 



si Bieflt afld adnanble an ontomoton u the wodd. Jfyte. 
These livins avUbtstti, hnnan bodies. - Mtyle, 

2. A machine that is self-movmg, or has its motive power 
Sithin itself: — applied 

swntancously the mouons of men, birds, or other aaimqls. 
3 A living being jcting in a mechamcal cr involuntary 
follow ^ 

ai"omS^SiMTrtis>, od;'. [Gr. cui(»urtoaJ Automatic 
aalo mediaidc. A mechanic who works on automobiles. 
an'to-mfrchanl'Cal (fi' t6-To8-kan'I-kaIj , adj. Auusnouve. 
atllo mechanics. Automoiive-engineeiuig mechanics as 

applied to aulomohilcs. ^ -i . 

Aitom'e.dome-tfiro'E-dSiij.Ti. ri.,iT.Oj.AvtDiMd^ A 

friend and follower of Achilles, who served bs hisrfiarioteer. 

nre^nt; self-estimation. .-autcineVric! (-mct'Tlk), adj. 

^ F. aurowioKf e.T Containhig means of propul^on wiihm 
it«:!f- self-mopelhng; as. an autorMtnle torpedo or car; 
of or Tiert. to the automobile or to autofnobiles^ 

au'to-mo-Mle' c8't6-mS.ba'; -mo'bU or -WI; 5^B.mo-ba': 
277j,«. [F.l An automobile vehicle mmBchMi5m:«^ 
a sdt-propeiled vehicle sultabl*; for us? on a street or road- 
?S^.™SomnbUes are.pKa>enof,h3r.iuteinar-ccraibu5ticm 
engines (using voUtele r" 
petrol, akobol. 
motors. The PI 

40 to 20O H. P, for ordtnaiy ven«ira.raiiin*iB 
about to the tonriag car, up to as bieh as 4 000 H. P. for 

^°t5i n T lis. — —trf « ^ A .1 »nmnhilP9 are aLaOL and Ceoer- 



c^^only called curs. TTse earliest Preuecewor luit^ 
mobile isbdie^-ed to bave hem a steam-pTOPelled vdude 
bSlt about 1770 hy Nicolas CugnoU ^ The modern auto- 



i_ -.oeine was mounted on a diassis by Paxinaxd and 
The first American patent foe a go 



automobfle was issued in ISw) to Geor ge 3^ ^ 
'^AutmiflrUr '* «y motor vddde except a nmtwqrtdt. 

en^mo-Mle', «. t. To drive, or rid e in, an. automobile 



urtfhgen'ic (yta-j£n'lkj.«4j. = 

ATTTOCETaom. Harm. _ . « 

bi/to-gram, ~. AUToca^Ffl, 



au-cog^a-ptul (S-tug'r^HlU). adj. 

AiitoraaDtuc 

«u'to-gy^ V»r. of .^CTonrifX 
no'tthka-tal'rin. au'w>-k»Va- 



lyt^Ur.eU. Va».of AimiCAtAlV- 
st3. AUTooiTAtimc, etc. , 
an-wvo-gous (i>t6i^onf«). 



auto lorry. =^ uoroi tkock. Eng. 
A Can. „ [tomatos-I 

■.alo-mi, i» EfToiieou* lor 
aaCDtnat-. auioxato*. 



aU'tom'a.ta, pf. uf AtnovATOM. 
an'to-inate, adj. [F.] Ao***- 
niatic. Okf.—>N- AQTOEnktOD. OAt. 
an-tom'S'too-lilDe'. tdj. A tfrf*. 



See -tigg. 

tU'ton/e'lon (O-tfim'T-lOD), n. 
ComMi- -I- Cr. mtlnaamz, inctbdy-] 
— mZOirsiOff. 



. " I wnm im'tA.Ini.CAlrv.IU aU W"1*V«" mica. nv« i — 
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